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Boffa et al. 
10/026,549 
December 19, 2001 
OIL COMPOSITIONS WITH 
SYNTHETIC BASE OILS 
Commissioner for Patents 
P.O. B x 1450 
Alexandria, VA 22313-1450 



Before the Examiner 

J. Howard 

Group Art Unit No. 
1764 



Sir: 
[X] 



The undersigned hereby certifies having information and a reasonable basis for belief that this correspondence will be 
deposited as first-class mail with the United States Postal Service in an envelope addressed to the Assistant Commissioner for 
Patents, Washington, D.C. 2023 1 , on January 30, 2004 . 
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Total Claims 
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0.00 
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0.00 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



APPLICANT: Boffaetal. 



SERIAL NO.: 10/026,549 



Examiner: J. Howard 



FILED: 



December 19, 2001 



Art Unit: 1764 



TITLED: 



OIL COMPOSITIONS WITH 
SYNTHETIC BASE OILS 



Atty. Docket No. 97L212A 



Assistant Commissioner for Patents 
Washington, DC 20231 



RESPONSE AFTER FINAL REJECTION 



Sir: 



This paper is filed in response to the Office Action mailed December 9, 2003. 
Reconsideration of the above-identified patent application is requested in view of the following 
remarks: 

The present application is an application for reissue of U.S. Patent No. 6,235,691, issued 
May 12, 2001. It is again submitted that, in view of the position presented in the Office Action, it 
is apparent that the present reissue application has not been examined in accordance with 
applicable rules and procedures. Applicants therefore request that the rejection presented in the 
Office Action be withdrawn, and that the application be accorded further, proper consideration. 

First, applicants wish to acknowledge that the position set forth in the Response mailed 
March 21, 2003 was incorrect; an error that arose, without deceptive attempt due to reliance on 
outdated version of 37 CFR 1.176. Applicants apologize for the error, and any confusion said 
error may have caused. 

The present reissue application contains claims 1 through 15. Claims 1 through 1 1 are 
identical to claims 1 through 11, respectively, of the original patent. Claims 12 through 15 are 
directed to a distinct embodiment of the claimed invention, which was clearly disclosed in the 
specification of the application that matured into the original patent, but was never claimed. The 



"error" that applicants are attempting to correct is the failure to claim subject matter that was 
disclosed, and could have been claimed in the original application, but was not. 

The rejection of the reissue application, as it presently stands, is based on the following 
line of reasoning: 

a) newly presented claims 12 through 15 are directed to an invention that is 
independent or distinct from the invention described in claims 1 through 1 1 (the 
claims of the originally issued patent), and are subject to restriction; 

b) because claims 1 through 1 1 were prosecuted in the original application, 
applicants have made a "constructive election of the subject matter of claims 1 
through 1 1 and claims 12 through 15 can therefore be considered withdrawn; and 

c) upon withdrawal of claims 12 through 15, the reissue application becomes 
identical to the issued patent and that the reissue patent therefore fails to correct 
any error in the original patent, and is improper (based on an improper 
oath/declaration). 

Issue is not taken with the fact that claims 12 through 15 may be subject to restriction, or 
that it is proper to consider claims 1 through 1 1 constructively elected by applicants. However, 
applicants submit that the withdrawal of claims 12 through 15 does not render the reissue 
application "improper". In this regard, applicants point to MPEP Section 1450, which instructs 
that: 

"Claims elected pursuant to a restriction requirement will receive a complete examination 
on the merits, while the non-elected claims (to any added invention(s)) will be held in 
abeyance in a withdrawn status, and will only be examined if filed in a divisional reissue 
application. If the reissue application containing only original unamended claims 
becomes allowable first (and no "error" under 35 U.S.C. 251 exists), further action in that 
reissue application will be suspended to await examination in the divisional reissue 
application(s) containing the added claims . The Office will not allow claims in a reissue 
application which does not correct any error in the original patent. Once a divisional 
reissue application containing the added claims is examined and becomes allowable, the 
examiner will rejoin the two sets of examined and allowed claims into a single reissue 
application for issuance . Unless applicant requests to the contrary prior to the examiner's 
rejoinder of the claims, the claims will be rejoined in the first reissue application 
(containing the pending original patent claims), and the divisional reissue application will 
be held abandoned." (emphasis added) 

In view of the above, applicants submit that claims 1 through 1 1 of the present reissue 
application must be examined. For the reasons set forth during the prosecution of the original 
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application, applicants submit that the subject matter of claims 1 through 1 1 distinguishes over 
the prior art, and that the reissue application should be allowed. Applicants are, concurrent with 
the filing of this paper, filing a divisional application claiming the subject matter of withdrawn 
claims 12 through 15. Assuming that the present reissue application is deemed allowable, said 
application should then be held in abeyance until the claims of the divisional application are 
examined and found to contain allowable subject matter, at which point the claims can be 
rejoined into a single reissue application. 



Respectfully submitted, 




Jacob M. Levine 



Attorney for Applicants 
. Registration No. 32,509 
Tel. No. (908) 474-2418 

Infmeum, USA, L.P. 
Law Technology Department 
1900 East Linden Avenue 
P.O. Box 710 
Linden, NJ 07036 
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